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Opi nion by Drost, Adm nistrative Tradenmark Judge:
Bodegas Muga S. A. (applicant) applied (Serial No.
75458417) to register the mark shown bel ow on the Princi pal

Regi ster for “wines” in International Cass 33.

i
“Jorre “Muga-
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The application indicates that the mark is translated
as “tower |andmark.” The application also clains a date of
first use in comerce between the United States and Spai n at
| east as early as May 19, 1997. The application clains
ownership of Registration No. 1,933,103 for the mark MJGA
for w nes.

M guel Torres, S.A (opposer) has opposed the
registration of applicant’s TORRE MJGA and desi gn mark
alleging that it is the owner of nunerous trademarks for the
word TORRES and that there is a |ikelihood of confusion,

m st ake, or deception between its marks and applicant’s mark
when used on the goods. Opposer submtted status and title
copies of the follow ng registrations:
1. No. 897,048, issued August 18, 1970, for the
mar k TORRES (typed) for wines and brandy in
Cass 33. “Torres” is translated as “towers.
Section 8 and 15 affidavits
accept ed/ acknowl edged. Second renewal .

2. No. 1,358,370, issued Septenber 3, 1985, for
the mark M GUEL TORRES (typed) for brandy in
Cass 33. Section 8 and 15 affidavits
accept ed/ acknow edged.

3. No. 1,358,371, issued Septenber 3, 1985, for

the mark shown bel ow for liqueur in Cass 33.
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The mark is translated as “grand or great
towers.” Section 8 and 15 affidavits

accept ed/ acknow edged.

= _.
| hean “Lorres

]
|
%
II

4. No. 1,413,565, issued COctober 14, 1986, for
the mark shown bel ow for brandy and wine in
Cass 33. The word “Torres” is translated as
“Towers.” Section 8 and 15 affidavits

accept ed/ acknow edged.

TORRES

343

5. No. 1,459, 458, issued Septenber 29, 1987, for
the mark shown bel ow for brandy in Cass 33.
The words are translated as “Three Towers.”
Section 8 and 15 affidavits

accept ed/ acknow edged.
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6. No. 1,639, 237 issued March 26, 1991, for the
mark M GUEL TORRES (typed) for wines in Cass
33. Section 8 and 15 affidavits
accept ed/ acknowl edged. Renewed.

7. No. 2,265,107, issued July 27, 1999, for the
mar k TRES TORRES (typed) for brandy in d ass
33. The mark is translated as “Three Towers.”

8. No. 2,267,399 issued August 3, 1999, for the
mar k GRAN TORRES (typed) for liqueurs in O ass
33. The mark is translated as “Geat Towers.”
Section 8 and 15 affidavits
accept ed/ acknow edged.

9. No. 2,269,173, issued August 10, 1999, for the
mar k LAS TORRES (typed) for wines in Cass 33.
The mark is translated as “The Towers.”

Appl i cant denied the salient allegations of the notice

of opposition.

The Record

The record consists of the following itens: the file

of the involved application; the trial testinony deposition
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of opposer’s distributor, Geg Christoff, with acconpanying
exhibits; the trial testinony deposition on witten
questions of applicant’s United States agent, Jorge O donez,
W th acconpanying exhibits; the trial testinony deposition
on witten questions of applicant’s comercial nmanager,
Manuel Miga Pena, with acconpanyi ng exhibits; the stipulated
testinony of Kathryn Tayl or authenticating nunmerous exhibits
consisting of nenus and Internet printouts; opposer’s notice
of reliance on copies of TTAB papers and el ectronic
printouts of trademark records and on status and title
copies of its registrations; and applicant’s notice of
reliance containing dictionary definitions, entries form

t el ephone books and publications, and printouts from USPTO
and other United States governnent agencies.?

Backgr ound

Bot h applicant and opposer are Spanish w neries that
have been exporting their wines to the United States for a
nunber of years. Applicant first sold TORRE MJUGA wi ne in
the United States in 1997. O donez dep. at 6. (Opposer’s
use is significantly earlier. Christoff dep. at 9-10. Both
parties’ w nes have received favorable attention in
publications and both parties have won awards for their

w nes. See Christoff dep. Ex. 12 (Torres — Wne Spectator

! pposer has noved to strike portions of applicant’s notice of
reliance. W have not considered that evidence.
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“Most Inportant Wnery in Spain” award); Ex. 1 (Wne
Spectator — “Spain’s finest Cabernet Sauvignon”); Ex. 8 at
16 (Wne Enthusiast “Spanish Wnes: A Red Star Burns Bright”
— Torres) and Muga Ex 1. (Wne Spectator — “Thomas Matt hews’
Top Scoring Wnes from Spain” — Rioja Torre Muga and Torres
Penedes Grans Miuralles), Wne Spectator — “Top Picks of the
New Rel eases — Rioja Torre Miga Reserve) Wnes & Spirits —
“Best Wnes of 2000” — Rioja Torre Miga).
Priority

Priority is not an issue here to the extent that
opposer relies on its ownership of nine federal
regi strations for wine, brandy, or liqueur that include the

word TORRES. See King Candy Co. v. Eunice King' s Kitchen,

496 F.2d 1400, 182 USPQ 108 (CCPA 1974). Applicant does not
di spute opposer’s priority.

Li kel i hood of Conf usion

As with any |ikelihood of confusion case, we anal yze
the facts under the principles set forth by the Court of
Cust ons and Patent Appeals, one of the predecessor courts of

the Court of Appeals for the Federal GCrcuit, inlnre E. I.

du Pont de Nenmours & Co., 476 F.2d 1357, 1361, 177 USPQ 563,

567 (CCPA 1973). See also Inre Majestic Distilling Co.,

315 F. 3d 1311, 65 UsSP@@d 1201, 1203 (Fed. Gr. 2003);

Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1896

(Fed. Cr. 2000).
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The thirteen du Pont factors are:

(1)

(2)

(3)

(4)

(5)

(6)

(7)

(8)

(9)

(10)

(11)

(12)

(13)

The simlarity or dissimlarity of the marks in
their entireties as to appearance, sound,
connot ation and commerci al i npression.

The simlarity or dissimlarity and nature of the
goods or services as described in an application
or registration or in connection with which a
prior mark is in use.

The simlarity or dissimlarity of established,
I'i kel y-to-continue trade channel s.

The condi ti ons under which and buyers to whom
sales are made, i.e. "inpulse" vs. careful
sophi sti cat ed purchasi ng.

The fanme of the prior mark (sal es, advertising,
| ength of use).

The nunber and nature of simlar nmarks in use on
sim |l ar goods.

The nature and extent of any actual confusion.
The I ength of time during and conditions under
whi ch there has been concurrent use w t hout
evi dence of actual confusion.

The variety of goods on which a mark is or is not
used (house mark, "fam |ly" mark, product marKk).

The market interface between applicant and the
owner of a prior mark (e.g., a consent agreenent).

The extent to which applicant has a right to
exclude others fromuse of its mark on its goods.

The extent of potential confusion, i.e., whether
de mnims or substantial.

Any ot her established fact probative of the effect
of use.

In this case, many of the factors are relevant so we

di scuss themall, at |east in passing.
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We begin our analysis by discussing the second factor.
the simlarity or dissimlarity of the goods. |In this case,
applicant’s goods are wines. (Qpposer’s registrations (‘048,
‘565, ‘237 and ‘173) are for wine also.? Therefore, the
goods are legally identical. W nust conpare the goods as
they are described in the application and the registrations
to determne if there is a |likelihood of confusion. Octocom

Systens, Inc. v. Houston Conputers Services Inc., 918 F.2d

937, 16 USPQed 1783, 1787 (Fed. Cir. 1990) (“The authority
is legion that the question of registrability of an
applicant’s mark nust be decided on the basis of the
identification of goods set forth in the application
regardl ess of what the record may reveal as to the
particul ar nature of an applicant’s goods, the particul ar
channel s of trade or the class of purchasers to which the

sal es of goods are directed”). See al so Paul a Payne

Products v. Johnson Publishing Co., 473 F.2d 901, 177 USPQ

76, 77 (CCPA 1973) (“Trademark cases involving the issue of
| i keli hood of confusion nust be decided on the basis of the

respective descriptions of goods” or services). The Federal

2 I nasnuch as the goods in these registrations include w ne and
the marks are TORRES, TORRES and design, M GUEL TORRES, and LAS
TORRES, we will not separately consider the other registrations
i nvolving brandy and liqueur. |f applicant’s mark is not
confusingly simlar to the four wine registrations, it would not
be confusingly simlar to the other registrations. Conversely,
if applicant’s mark is confusingly simlar to the four w ne
registrations, there is no point in separately considering the
remai ni ng regi strations.



Qpposition No. 91112586

Circuit has held that when “marks woul d appear on virtually
i dentical goods or services, the degree of simlarity
necessary to support a conclusion of |ikely confusion

declines.” Century 21 Real Estate Corp. v. Century Life of

Anerica, 970 F.2d 874, 23 USPQ2d 1698, 1701 (Fed. Cr
1992). Therefore, this factor favors opposer.

Al so, because applicant’s and opposer’s goods are
identical, we do not consider that there are any legally
rel evant differences in the channels of trade. COctocom

Systens, 16 USPR2d at 1787. See also Schieffelin & Co. v.

Mol son Conpanies Ltd., 9 USPQ2d 2069, 2073 (TTAB 1989)

(“[Moreover, since there are no restrictions with respect
to channels of trade in either applicant's application or
opposer's registrations, we nust assune that the respective
products travel in all normal channels of trade for those

al coholic beverages”). Applicant’s argunents about

potential differences in the price of the w nes and where
the wines are sold are not legally relevant to the extent
that both applicant and opposer identify their goods as w ne
Wi thout any limtation; therefore, we nust assune that these
goods can be sold in any normal channel of trade w thout

limtation as to price or quality. See In re Cpus One Inc.,

60 USPR2d 1812, 1817 (TTAB 2001) (Applicant’s *“evidence
concerni ng the expensive nature of applicant’s restaurant

services and of registrant’s wine, as well as the Trademark
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Exam ni ng Attorney’s concession that applicant’s and
regi strant’s goods and services are expensive are legally
irrelevant”). Therefore, factor three favors opposer.
Regarding the fourth factor, the conditions of sale and
sophi stication of purchasers, we again are constrained to
hold that the differences are not |egally significant
because the goods are identified sinply as “wine” and there
is no basis to hold that purchasers of wne are
sophi sticated purchasers in general. QOus One, 60 USPQRd at
1817 (Applicant's “argunents regarding the high cost of its
actual restaurant services and of registrant's actual w ne,
and the resulting careful ness and sophistication of the

purchasers, mss the mark,” citing See In re Bercut-

Vandervoort & Co., 229 USPQR2d 763 (TTAB 1986) (“rejecting

the applicant's argunents regardi ng the high cost and
quality of its wne and the sophistication of its
purchasers, where application identified goods nerely as
‘wne ”)).

There are several factors that are either not rel evant
or they do not have nuch inpact on the analysis in this
case. Factor 9 is not very relevant to the extent that both
parties’ basic product is wi ne and opposer’s other products,
e.g., brandy and liqueur, are also al coholic beverages.
Factor 10, 11, 12, and 13 (narket interface, opposer’s right

to exclude, potential confusion, and other facts) are not

10
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particularly significant except to the extent they are
i ncluded wi thin our discussion of the other factors.

We now turn to the other remaining factors that are
central to the issue of whether there is a |ikelihood of
confusion, i.e., the marks, fame, the nunber of simlar
marks in use, actual confusion, and the conditions of
current use. W begin this stage of our anal ysis by
conparing the marks for simlarities and dissimlarities.
Applicant’s mark consists of the words TORRE MJGA with a
tower design. Al of opposer’s marks contain the word
TORRES. Registration No. ‘048 is for the typed word TORRES
alone, No. ‘565 is for the word TORRES with a three-tower
design, No. ‘237 is for MGUEL TORRES in typed form and No.
‘173 is for the typed mark LAS TORRES.

Wien we consider the marks, we | ook to see whether the
marks are simlar in sound, appearance, neaning, and

comercial inpression. PalmBay Inports Inc. v. Veuve

Clicquot Ponsardin Mai son Fondee En 1772, 396 F.3d 1369, 73

USPQ2d 1689, 1692 (Fed. Cir. 2005). In addition, it is well
settled that it is inproper to dissect a mark and that marks
must be viewed in their entireties.

Applicant’s mark and opposer’s marks are simlar in
sound and appearance to the extent that applicant’s mark
contains the word TORRE and opposer’s marks consi st of or

contain the word TORRES. Further, both applicant’s mark and

11
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opposer’s TORRES mark in Registration No. 1,413,565 include
tower designs although the designs thenselves are different.
Regardi ng the neaning of the term Torre(s), the
application, registrations, and dictionary definition agree
that the termis the singular and plural Spanish word for
“tower.” However, the termTorres is also a famly nane for
i ndi vidual s associated with opposer. Christoff dep. at 20-
21 (M guel Torres “or soneone in his famly cone at | east
twce a year” to pronote their wnes). |In addition,
applicant has submtted evidence that the term“Torres” is a
comon surnane in the United States. See Notice of Reliance
Ex. 4, Manhattan White Pages (nore than 700 listings); Ex.
6, Northern Virginia Wite Pages (nore than 300 entries).
MJGA, the other termin applicant’s mark, is the famly nanme
of applicant’s founders and officials (Manuel Miuga Pena,
| saac Muga Martinez, and |saac Muga Cano). Muiga dep. at
unnunbered p. 1; Opposer’s Br. at 12 (“MJGA is a famly
name, with no neaning in the record”). As a foreign word,

we consider the foreign neaning of Torre(s). In re Lar Mor

International, Inc., 221 USPQ 180, 181 (TTAB 1983) (“It

seens to us that the fact that both marks may be conpri sed
of foreign words should not nean that we can disregard their
meani ngs”). However, it is also clear that for many
prospective purchasers of opposer’s identified goods, the

word “Torres” is likely to be viewed as a surnane. |ndeed,

12
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t he surnanme connotation is reinforced by the nane of opposer
“M guel Torres, S. A’

On the other hand, applicant’s mark MJUGA is likely to
be perceived as the surnane it is because it has no other
meani ng, and Torre is likely to be perceived, at |east by
Spani sh speakers, as the Spanish word for “tower.” Since
applicant’s mark consists of the words “Torre” and “Miga,”
it is likely to be understood by Spani sh-speaki ng
prospective purchasers to refer to the “Miga tower.”

Al t hough opposer’s marks may be understood as referring
to Torres as a famly nane, as well as the plural of tower,
ei ther way, the connotation of opposer’s marks is not the
sane as the connotation of applicant’s mark. Simlarly, the
comercial inpressions of the parties’ marks are different.
When we conpare the marks in their entireties, as we are
required to do, despite the simlarities in the mark, there
are significant differences as well. Thus, this factor is

not dispositive. In re Coors Brewing Co., 343 F.3d 1340,

68 USPQR2d 1059, 1062 (Fed. Cr. 2003) (“Although we uphold
the Board’ s finding that the two marks are generally
simlar, principally because they both use the term ‘Bl ue
Moon,” we note that simlarity is not a binary factor but is
a matter of degree”).

The next factor we consider is the fanme of opposer’s

mark. A “mark with extensive public recognition and renown

13
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deserves and receives nore |l egal protection than an obscure

or weak mark.” Kenner Parker Toys v. Rose Art Industries,

963 F.2d 350, 22 USPQd 1453, 1456 (Fed. G r. 1992).

“Fanmous marks enjoy wide |atitude of |egal protection since
they are nore likely to be renenbered and associated in the
public m nd than weaker marks, and are thus nore attractive

as targets for woul d-be copyists.” PalmBay |Inports, 73

USP2d at 1693.

Opposer nmakes the follow ng argunents (Brief at 15-16)
concerning the fane of its marks (citation to the record
omtted):

Opposer was one of the early branded wine inports to
the United States and Opposer’s wine has been sold in
the United States for decades. Over the years, (Qpposer
has won numerous awards for its wi nes and has received
very favorable wine reviews. |In fact, Opposer has

twi ce been awarded the “Critic’s Choice Award” fromthe
W ne Spectator. Qpposer’s TORRES branded w nes have

al so won The Wne Spectator readers’ poll for the nost
inportant and influential winery in Spain. There is no
guestion that the TORRES Marks are fanmous and entitled
to a broad scope of protection.

The fame of Opposer’s Torres Marks is al so evidenced by
Opposer’s policing efforts. Qpposer has successfully
opposed and objected to many applications which
included the term TORRE, TORRI or TORRES. The fane of
Opposer’s TORRES Marks is unquestionable.?®

® Opposer also refers to two board cases invol ving opposer and

di fferent defendants in which fame was an issue and it was
apparently resolved in opposer’s favor. W note that opposer is
required to prove the fane of its marks in this proceeding. W
will not take judicial notice of opposer’s fane. Certainly,
applicant in this case is not bound by the actions of defendants
in the previous cases, one of whom apparently did not contest the
issue. Also, inthe two cases that opposer cites, one, M gue
Torres, S.A v. Casa Vinicola Gerardo Cesari S.R 1., 49 USPQd
2018 (TTAB 1998), was vacated by the Federal Circuit on appeal in
a non-precedential opinion. 230 F.3d 1372 (Fed. Cr. 1999)

14
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We begi n our discussion of the opposer’s evidence of
its public recognition and renown by observing
that the evidence to which opposer refers is hardly
overwhelmng. 1In its argunent, opposer has not pointed to
any evidence of sales and advertising expenses. During the
cross-exam nation of opposer’s wtness, applicant’s counsel
gquestioned the w tness about annual sales. The parties
stipulated that the nunber was confidential. Christoff dep.
at 41. In view of the parties’ agreenent, we wll not
identify the nunber. But it is not, by itself, indicative
of fanme. Furthernore, there is no context for considering
opposer’s sales, which limts its value in denonstrating
fanme. There is also little direct evidence of public
recognition of opposer’s nmarks besides its awards. The nere
fact that a wi ne has been favorably reviewed or otherw se
di scussed in a wine industry publication is not particularly
persuasi ve of a mark’s public recognition inasnuch as the
evi dence suggests that these awards are not unconmon. See

Wnes & Spirits, Wnter 2000 (100 Best Wnes, 100 Best Buys,

(vacated and remanded). Subsequent proceedings at the TTAB and
Federal Circuit are not reported. The other case is also an
unpubl i shed deci sion. *“Decisions which are not so designated, or
whi ch are designated for publication only in digest form are not
citable authority. A nonprecedential or digest decision will,
however, be considered in determning issues of claimpreclusion,
i ssue preclusion, judicial estoppel, |law of the case, or the
like, provided that (1) a party to the pendi ng Board proceedi ng,
or its privy, was also a party to the prior proceeding, and (2) a
conpl ete copy of the decision is submtted.” TBWMP § 101.03 (2d
ed. rev. 2004).

15
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70 Wneries of the Year); Wne Spectator, Novenber 30, 1998
(27 Spanish Wnes Rate 90+).* Therefore, while we have
considered the articles that opposer has submtted wth
Christoff Exhibits 8, 9, and 10 as evi dence that opposer’s
mar ks have acquired sone recognition, we cannot agree with
opposer’s characterization of its marks as being
unquestionably fanmous, and this factor does not weigh
heavily in opposer’s favor.

We now approach one of the nore unusual aspects of this
case. Applicant argues (Brief at 11) that the opposition
shoul d be di sm ssed because “TORRES is a very weak mark
entitled to a narrow scope of protection due to extensive
third party use and registrations.” Normally, this type of
evidence is easily dism ssed because there is no evidence of

use or the evidence of use is |limted. Carl Karcher

Enterprises Inc. v. Stars Restaurants Corp., 35 USPQRd 1125,

1131 (TTAB 1995) (“[T]he pictures of these restaurants tend
to indicate that the operations are small and local in
nature”). In this case, applicant also has submtted

ext ensi ve evidence concerning third parties’ use and
registration of simlar marks. Applicant’s evidence is
quantitatively and qualitatively different fromwhat is

normal Iy encountered in |ikelihood of confusion cases.

“ Interestingly, applicant points out that it has received
simlar awards and recognition.

16
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Applicant’s evidence of third-party use begins with
dictionary definitions. Applicant’s definitions denonstrate
that the English word “Tower” is translated as “Torre” in
Spani sh, Italian, and Portuguese. Notice of Reliance,
Exhibits 2, 3, and 4.°> Applicant then submitted numerous
docunents showing third parties using the term The first
type of evidence consists of nenus from various restaurants
listing wwines with TORRE in their nanmes. Sone exanpl es

f ol | owP:

1. Allegrini “Palazzo Della Torre” Valpolicella (ltaly)
Rest aur ant Agostino, Chicago, IL (Ex. 3)
San Benito House, Half Moon Bay, CA (Ex. 8)
Sononma- Meritage Restaurant, Sonoma, CA (Ex. 11)
Spaghettini Italian Gill, Seal Beach, CA (Ex. 12)
Sieno R storante, Austin, TX (Ex. 14)
Scutra, Arlington, MA (Ex. 15)
Chez Pani sse, Berkeley, CA (Ex. 18)
Vuli Italian Restaurant, Stanford, CT (Ex. 23)
Vi va Barcel ona Restaurant, Westlake, OH (Ex. 28)
Wne Cellar, Coeur d Alene, ID (Ex. 31)
Mar che Aux Fl eurs, Ross, CA (Ex. 34)
Last Resort Gill, Athens, GA (Ex. 37)
Kal amat as Cui sine, Fort Wrth, TX (Ex. 38)
Santi Restaurant, Geyserville, CA (Ex. 40)
Francesca Restaurant, Chicago, |IL (Ex. 41)
Antoni 0’s Restaurant, Mitland, FL (Ex. 45)
Savoy Cucina, Asheville, NC (Ex. 46)
Pel | ogrino’s Restaurant, New York, NY (Ex. 47)

> Applicant also subnitted that the word “Tower” is translated as
“Tour” in French. Because “Tour” is also a readily recogni zable
English word and it is not simlar to the term*“Torre,” we
decline to consider this termas evidence that the term*“Torres”
i s weak.

® The first line lists the nanme of the wine and the next |ines
are the restaurants where the wine is on the nenu. Sonetines,
when the wine names are sinilar, but not exact, they are listed
together. The exhibit nunber refers to the exhibit in the
parties’ stipul ated evi dence.

17
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10.

11.

12.

Rosso di Montal ci no La Torre Toscano
Anelia s Trattoria, Canbridge, MA (Ex. 4)

. Torre Montepul ciano D Abruzzi

Nini’s Italiano Restaurant, Easthanpton, MA (Ex. 5)

. Dol cetto Dogliani Torre San Martino

Da Gorgio R storante, Holnmes Beach [CA] (Ex. 7)
Bar baresco “Torre,” Produttori del Barbareasco

G gino Restaurant, New York, NY (Ex. 9)

Bella C ao Restaurant, Ann Arbor, M (Ex. 17)
Signature Room Chicago, IL (Ex. 26)

Cucina D Angel o Ristorante, Boca Raton, FL (Ex. 27)
Cty Gill, Atlanta, GA (Ex. 79)

. Due Torre, Cesari, Briuli, Italy

Four Col umms |Inn, Newfane, VT (Ex. 10)

. Pinot Gigio — Torre Rosazza

Come On In Restaurant, La Jolla [CA] (Ex. 13)
Casci na Downt own, New York, NY (Ex. 42)
Gist MII Restaurant, Farm ngton, CT (Ex. 49)

Torre Sveva “Castel De Mnte”
Sieno R storante, Austin, TX (Ex. 14)

. Merlot, Torre di Luna, Tretino-Alto Adige

Canal etto, Las Vegas, NV (Ex. 16)

Trattoria Del Lupo, Las Vegas, NV (Ex. 32)
Casci na Downt own, New York, NY (Ex. 42)
Bruschetta Ristorante, Fairfield, NJ (Ex. 43)

. Torre Al beniz, Reserva

El Farol Restaurant, Santa Fe, NM (Ex. 19)

Torrem | anos Gran Reserva
El Farol Restaurant, Santa Fe, NM (Ex. 19)

Mor gadi o Da Torre Al varinho

Adega Gill, Newark, NJ (Ex. 20)

Aquari o, West Harrison [NY] (Ex. 22)
LaSal ette Restaurant, Sononma, CA (Ex. 54)

Torre Oia Reserva

Sevilla Restaurant, San Diego, CA ((Ex. 25)
Ziziki’s Restaurant, Dallas, TX (Ex. 33)
Habana Cuba, San Jose, CA (Ex. 58)

G no’s Restaurant, Baton Rouge, LA (Ex. 64)

18
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Vi ncent’ s on Canel back, Phoenix, AZ (Ex. 88)

13. Torre Quarto Rosso, Puglia
Vi sta, Avon, CO (Ex. 35)

14. Pinot Gigio Torre Luna
Trattoria Dopo Teatro, New York, NY (Ex. 48)
Pri mavera Restaurant, Ft. Lauderdale, FL (Ex. 53)
2 Senza Ristorante, Red Bank, NJ ((Ex. 80)

15. Torre Vento Vigna Pedal e
Armand’ s Restaurant, Chicago, IL (Ex. 57)

16. Torre di G ano
Ri storante Torre di Pisa, New York, NY (Ex. 60)

17. Antiche Torre Chianti
Mulino’s Trattoria, Northanpton, MA (Ex. 87)

18. Torre Oica Bl anco
Don Pepe’s Cuban Cafe, Altanonte Springs, FL (Ex.
84)

19. Brunello di Mntalcino, La Torre
Max’ s Oyster Bar, West Hartford, CT (Ex. 85)

20. Chianti Cassico Riserva, Paneretta, “Torre a
Destra,” Toscana
Lugno Restaurant, Salt Lake Gty, UT (Ex. 86)
Appl i cant al so submtted exhibits show ng vari ous
bottles of wine that its representatives purchased at a
Chantilly, Virginia, wine store. These exhibits include
nunmerous bottles of TORRE SPINA (Exhibits 116-128), TORRE DE
BARREDA (Exhi bits 134 135), and TORREG ORG (Exhibits 141-
142). The record also includes websites indicating that

online wine stores offer various wines with the term Torre.

See, e.g., www. w nespecialist.com parkavenuew neshop.com

and www. drinksite.com (Al legrini Palazzo Della Torre);

www. beer-wi ne-spirits.net (Torre Oria Reserve);

19



Qpposition No. 91112586

wWww. pj Wi ne. com (Torre Quatro Rosso Puglio);

www. cel | ar swar ehouse. com (Torre di Luna Merlot); and

www. Wi nespeci al i st. com (Adegas Mrgadi o Torre Fornel os

Al barino). Sone of these w nes al so show the word Torre or
Torri’ used on wine along with a tower design. Exhibits
117-128, 139 and 140.

In addition, opposer’s w tness acknow edged that he was
aware of w nes known as Torre de Luna and Pal azzo della
Torre. Christoff dep. at 47-48. Applicant’s w tness
identified the followng wines as originating fromcountries
other than Spain that are sold or offered for sale in the
United States: Torresella Paterno, Torre di Luna, Torre
Grande, Torre Rosazza, Torre Sesta, Torre Sveva, Torre
Terza, and Torrevecchia. O donez dep. at 16.

The above exanples fromrestaurants and w ne stores
showi ng that third parties use the word “Torre” on w ne that
is sold in restaurants and stores throughout the United
States certainly support applicant’s argunent that the term
“Torre” would not be exclusively associated with wines from
opposer. “Evidence of third-party use of simlar marks on
simlar goods is relevant to show that a mark is relatively

weak and entitled to only a narrow scope of protection.”

" “Torri” apparently also neans “towers.” See Mguel Torres S. A,
49 USP2d at 2020. Opposer has identified “Torri” as a termthat
it considers to create |ikelihood of confusion issues. Qpposer’s
Brief at 16.
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Pal m Bay | nports, 73 USPQR2d at 1693. See also In re

Br oadway Chi cken, Inc., 38 USPQR2d 1559, 1565-66 (TTAB 1996).

(“Evidence of w despread third-party use, in a particul ar
field, of marks containing a certain shared termis
conpetent to suggest that purchasers have been conditioned
to ook to the other elenents of the marks as a neans of

di stingui shing the source of goods or services in

the field”); Inre Bed & Breakfast Registry, 791 F.2d 157,

229 USPQ 818, 819 (Fed. Gr. 1986) (“The record shows that a
| arge nunber of marks enbodyi ng the words ‘ bed and
breakfast’ are used for simlar reservation services, a
factor that weighs in favor of the conclusion that BED &
BREAKFAST REG STRY and BED & BREAKFAST | NTERNATI ONAL ar e not
rendered confusingly simlar nerely because they share the
words ‘bed and breakfast’"). W note that Wne Spectator’s
Utimate Guide to Buying Wnes (6'" Ed. 1998) |ists numerous
wi nes fromw neries such as Torre, LA, Torre D Luna; Torre
Rosazza; Torre Terza; Torregiorgi; Torresella; and Torre de
Ona. Applicant’s Notice of Reliance, Ex. 13. The w nes
fromthese wineries were all reviewed by Wne Spectator,
whi ch opposer’s wi tness described as “the nost influential
magazi ne in the wine business.” Christoff dep. at 43.
Opposer has referred to its policing efforts on behal f
of its trademarks. See Opposer’s Brief at 16 and Opposer’s

Notice of Reliance, Exhibits 1-21. In response, applicant
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has submitted copies of several registrations that show that
third parties have registered various “Torre” marks for

w ne. See Registration No. 2,177,753 (TORRE DE GALL for
sparkling wine); No. 2,655,606 (TORRE ORIA for wi nes and
sparkling wnes); No. 2,171, 328 (PALAZZO DELLA TORRE for

w nes); and No. 2,407,900 (DUE TORRI and | abel for Italian
dry red wine).

W find that the evidence of others’ use of the term
“Torre” in association with wine is substantial evidence
that weighs in applicant’s favor.

The final factors we address are actual confusion and
the conditions of current use. Both parties agree that
there is no evidence of actual confusion. Qpposer’s Br. at
17; Applicant’s Br. at 29. Odinarily, evidence of a |ack
of actual confusion is not particularly persuasive. The
absence of actual confusion does not nean there is no

I i keli hood of confusion. G ant Food, Inc. v. Nation's

Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390, 396 (Fed.

Cr. 1983); J & J Snack Foods Corp. v. MDonald s Corp., 932

F.2d 1460, 18 USPQ2d 1889, 1892 (Fed. G r. 1991). However,
inthis case, there is evidence that applicant’s and
opposer’s marks are encountered by the identical consuners
at the identical time. See Stipulation Ex. 28 (TORRE MJGA
and three TORRES wi nes on sane wne |list page); Ex. 30

(TORRE MUGA and TORRES GRAN CORONAS on sane wi ne |ist page);
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Ex. 59 (TORRE MUGA and TORRES CORONAS on sane wine |ist);
and Ex. 71 (TORRE MUGA and GRAN VI NA SOL TORRES avai l abl e at
sane restaurant). Applicant has al so included a series of
phot ographs (Stipul ation, Exhibits 151-157) that show a
display of wine in a Spanish restaurant in Washington, D.C
t hat includes TORREM LANCS, TORRES, and TORRE MJGA w nes.

In this case, the parties had been marketing their
wines in the United States since 1997. Their wnes are sold
in the sane types of wine stores and restaurants. |ndeed,
there is some evidence that their wines are sold in the
exact sane restaurants. Also, the w nes have been revi ewed
in the sane publications and are listed in the Wne
Spectator’s Buying Guide. Under these circunstances, we
cannot say that the factors of actual confusion and

conditions of use are neutral. GH Mim & Cie v. Desnoes &

Geddes Ltd., 917 F.2d 1292, 16 USPQ2d 1635, 1638 (Fed. G r

1990) ("Further, we note that despite over a decade of the
mar keti ng by Desnoes of Red Stripe beer in certain of the
United States, Mumm was unable to offer any evidence of

actual confusion. This too weighs against a holding of a

I'i kel i hood of confusion"). See also Brookfield

Communi cations, Inc. v. West Coast Entertai nnent Corp., 174

F.3d 1036, 50 USPQ@d 1545, 1555-56 (9th Cir. 1999) ("W
cannot think of nore persuasive evidence that there is no

I i keli hood of confusion between these marks than the fact
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t hat they have been sinultaneously used for five years
W t hout causi ng any consuners to be confused as to who makes

what"); Oreck Corp. v. U S. Floor Systens, Inc., 803 F.2d

166, 231 USPQ 634, 639 (5th Cir. 1986) ("Oreck's inability
to point to a single incident of actual confusion [after
sevent een nont hs of concurrent use] is highly significant").
Therefore, we resolve these factors in applicant’s favor.

We now bal ance the factors in this case. Certainly,
the goods of the parties are identical to the extent that
they include w ne and opposer’s other registrations include
brandy and |iqueurs. Because the goods are at l|least in part
identical, the channels of trade and purchasers nust al so be
considered to be the sane. Both marks contain the sanme root
word, TORRE(S). W have al so considered that opposer has
regi strations for and uses several variations of its TORRES
mar k, including LAS TORRES, M GUEL TORRES, and GRAN TORRES.
However, the marks are not identical and applicant’s mark
includes a significantly different elenment, MJGA. W al so
find that the neaning and commercial inpressions of the
marks are different. Wth the nultiple uses of the term
TORRE by others, it is likely that prospective purchasers
woul d not assune that all marks containing this el enent
identify wine emanating froma single source. |nstead,
consuners are likely to look to the term“Miga” to

di stinguish applicant’s wnes. To many purchasers who are
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unfamliar with the Spanish, Italian, or Portuguese
| anguages, the term Torre would be sinply a word that
commonl y appears on inported wi ne and Miga woul d be the nore
distinctive term As for those famliar with the
translation of the term because of the common use of the
term Torre on wine, they would likely focus on the term
Muga.

Appl i cant has subm tted substantial evidence that third
parties are using the term TORRE as part of the w nes’
nanmes. |ndeed, even a tower design is not unusual on w ne
| abels. Finally, there has been no evidence of actual
confusion despite the fact that the parties’ wines are sold
in the identical restaurants. Wen we bal ance these
factors, we are left to conclude that there is at best a
possibility of confusion and not a |likelihood of confusion.

Bongrain International (Anmerican) Corp. v. Delice de France,

Inc., 811 F.2d 1479, 1 USPQ2d 1775, 1779 (Fed. G r. 1987)
(The “statute refers to |likelihood, not the nere
possibility, of confusion”).

Concl usi on

When we conpare applicant’s and opposer’s marks in
their entireties as used on the goods and consider all the
other factors on the issue of |ikelihood of confusion, we
are convinced that there is no likelihood of confusion in

thi s case.
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DECI SION:.  The opposition is dism ssed.
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